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Annex 4 – Intellectual Property  

I.
NOTICE AND ASSISTANCE REGARDING PATENT AND COPYRIGHT INFRINGEMENT.

Recipient shall report to the Partner, promptly and in reasonable written detail, each notice or claim of patent or copyright infringement based on the performance of this Project Agreement of which Recipient has knowledge and shall furnish to the Partner, at the expense of the Partner, when requested by the Partner, all evidence and information in possession of Recipient pertaining to such claim or any resulting suit.

II.
PATENT RIGHTS.

(a)
Definitions
(1)
"Subject Invention" means any invention or discovery of Recipient conceived or first actually reduced to practice in the performance of work under this Project Agreement.

(2)
"Patent Counsel" means the U.S. Department of Energy (DOE) Patent Counsel assisting the Partner.

(b)
Invention disclosures and reports 

(1)
Recipient shall furnish Center, the Technical Monitor, and Patent Counsel:

(i)
A written report containing full and complete technical information concerning each Subject Invention within two months after conception or first actual reduction to practice, whichever occurs first, in the course of or under this Agreement, but in any event prior to any on sale, public use, or public disclosure of such invention known to Recipient. The report shall identify the Project Agreement and inventor and shall be sufficiently complete in technical detail and appropriately illustrated by sketch or diagram to convey to one skilled in the art to which the invention pertains a clear understanding of the nature, purpose, operation, and to the extent known, the physical, chemical, biological, or electrical characteristics of the invention.

(ii)
Upon request, but not more than annually, interim reports on a DOE approved form listing Subject Inventions for that period and certifying that all Subject Inventions have been disclosed or that there were no such inventions; and

(iii)
A final report on a DOE-approved form within 3 months after completion of the Project Agreement work listing all Subject Inventions and certifying that all Subject Inventions have been disclosed or that there were no such inventions.

(2)
Recipient agrees that the U.S. Government and the Technical Monitor may duplicate and disclose Subject Invention disclosures and all other reports and papers furnished or required to be furnished pursuant to this Project Agreement.

(c)
Rights to Subject Inventions
(1)
In accordance with the STCU Statute, all rights worldwide to Subject Inventions belong to the Recipient. The Recipient and the Partner have agreed to protect and allocate such Subject Inventions as specified in paragraph (c)(2) below.

(2)
The Recipient has title to Subject Inventions in the New Independent States. Recipient hereby grants to the Technical Monitor the entire right, title and interest to Subject Inventions in all countries other than the New Independent States. Recipient acknowledges the right of the Technical Monitor to file applications and execute all documents necessary to obtain patents in said countries. Subject Inventions jointly made by Recipient and the Technical Monitor shall be jointly owned. 
(3)
Recipient acknowledges that Partner may obtain title to each Subject Invention for which a patent application or applications are not filed by Recipient or the Technical Monitor and for which any issued patents are not maintained by Recipient and the Technical Monitor. To the extent that Partner acquires title to a Subject Invention, Recipient agrees to take such actions and execute all appropriate documents (at no expense to Recipient) to enable Partner to file, prosecute and maintain patent applications thereon.

(4)
Recipient acknowledges that the U.S. Government retains a non-exclusive, nontransferable, irrevocable, paid-up license to practice or to have practiced by or on behalf of the U. S. Government every Subject Invention throughout the world.

(5)
Recipient certifies that it has not entered, and will not enter, into an agreement with a third party that conflicts with this Project Agreement. To the extent that any subsequent agreement between Recipient and a third party conflicts with the allocation of rights in Subject Inventions under this Project Agreement, Recipient agrees that the terms of the Project Agreement will supersede the terms of the subsequent agreement. 

(d)
Publication
In order that information concerning scientific or technical developments conceived or first actually reduced to practice in the course of or under the Agreement is not prematurely published so as to adversely affect patent interests of the Technical Monitor, Recipient agrees to submit to the Technical Monitor for patent review a copy of each paper 60 days prior to its intended publication date. Recipient may publish such information after a 60-day period following such submission or prior thereto if specifically approved by the Technical Monitor, unless Recipient is informed in writing within the 60-day period, that in order to protect patentable subject matter, publication must further be delayed. In this event, publication shall be delayed up to 100 days beyond the 60-day period or such longer period as mutually agreed.

(e)
Royalty Sharing
To the extent that the Technical Monitor licenses any Subject Invention to a third party which results in income therefrom, Recipient and the Technical Monitor will share the net income therefrom fifty percent (50%) to Recipient and fifty percent (50%) to the Technical Monitor. Net income is gross income less any expenses and costs associated with the licensing of a Subject Invention including, but not limited to, the cost of preparing, prosecuting and maintaining patents covering said Subject Inventions. The Technical Monitor will provide to Recipient annual reports setting forth the licensing activity for Subject Inventions by the Technical Monitor during the reporting period. The Technical Monitor will provide that any agreement to license a Subject Invention will be subject to the royalty sharing arrangement between the Technical Monitor and Recipient

(f)
Employee Agreements
Recipient shall obtain agreements to effectuate the provisions of this Patent Rights clause from all persons in its employ who perform any part of the work under this Project Agreement except non-technical personnel, such as clerical employees and manual laborers.

III.
RIGHTS IN DATA - GENERAL

(a)
Definitions 

(1)
"Computer software," as used in this clause, means computer programs, computer databases, and documentation thereof. 

(2)
"Data," as used in this clause, means recorded information, regardless of form or the media on which it may be recorded. The term includes technical data and computer software. The term does not include information incidental to contract administration, such as financial, administrative, cost or pricing, or management information.

(3) "Form, fit, and function data," as used in this clause, means data relating to items, components, or processes that are sufficient to enable physical and functional interchangeability, as well as data identifying source, size, configuration, mating, and attachment characteristics, functional characteristics, and performance requirements; except that for computer software it means data identifying source, functional characteristics, and performance requirements but specifically excludes the source code, algorithm, process, formulae, and flow charts of the software. 

(4) "Limited rights data," as used in this clause, means data (other than computer software) developed at private expense that embody trade secrets or are commercial or financial and confidential or privileged. 

(5) "Technical data," as used in this clause, means data (other than computer software), which are of a scientific or technical nature.

(6)
"Restricted computer software," as used in this clause, means computer software developed at private expense and that is a trade secret; is commercial or financial and is confidential or privileged; or is published copyrighted computer software; including minor modifications of such computer software.

(7)
"Unlimited rights," as used in this clause, means the right of the U.S. Government to use, disclose, reproduce, prepare derivative works, distribute copies to the public, and perform publicly and display publicly, in any manner and for any purpose, and to have or permit others to do so.

(8)
"Limited rights," as used in this clause, means the rights of the U.S. Government and Partner in limited rights data as set forth in the Limited Rights Notice of paragraph (e)(2) of this clause.

(9)
"Restricted rights," as used in this clause, means the rights of the U.S. Government and Partner in restricted computer software, as set forth in the Restricted Rights Notice of paragraph (e)(3) of this clause. 

(b)
Allocations of rights
(1)Except as provided in paragraph (c) below regarding copyright, Center, the U.S. Government and the Technical Monitor shall have unlimited rights in:

(i)
Data first produced in the performance of this Project Agreement;

(ii)
Form, fit, and function data delivered under this Project Agreement;

(iii)
Data delivered under this Project Agreement (except for restricted computer software) that constitute manuals or instructional and training material for installation, operation, or routine maintenance and repair items, components, or processes delivered or furnished for use under this Project Agreement; and 

(iv)
All other data delivered under this Project Agreement unless provided otherwise for limited rights data or restricted computer software in accordance with paragraph (e) below.

(2)
Recipient shall have the right to:

(i) Use, release to others, reproduce, distribute, or publish any data first produced or specifically used by Recipient in the performance of the Project Agreement, except to the extent provided in paragraph (d) below or otherwise expressly set forth in this Project Agreement; 

(ii) Protect from unauthorized disclosure and use, those data which are limited rights data or restricted computer software to the extent provided in paragraph (e) below; and 

(iii)
Establish claim to copyright subsisting in data first produced in the performance of this Project Agreement to the extent provided in paragraph (c) below.

(c)
Copyright

(1)
In accordance with the STCU Statute, all rights worldwide to copyrights belong to Recipient. The Recipient and the Partner have agreed to protect and allocate such copyrights as specified in paragraph (c)(2) below.

(2)
The Recipient has title to copyrights in the New Independent States. The Recipient hereby grants to the Technical Monitor the entire right, title and interest to copyrights in all countries other than the New Independent States. Recipient acknowledges the right of the Technical Monitor to execute all documents necessary to register copyrights in said countries. Copyrighted works jointly created by Recipient and the Technical Monitor shall be jointly owned. 

(3)
Recipient acknowledges that each of the Technical Monitor, the U.S. Government, Center, and each Party to this STCU Project Agreement has for itself and others acting on its behalf, a royalty-free, nonexclusive, irrevocable worldwide copyright license to reproduce, prepare derivative works, distribute copies to the public, and perform publicly and display publicly, by or on behalf of each of them, all copyrightable works produced in the performance of this Project Agreement.

(4)
For all copyrighted computer software produced in the performance of this Project Agreement, the party owning the copyright shall provide the source code, an expanded abstract, and the object code and the minimum support documentation needed by a competent user to understand and use the software to DOE’s Energy Science and Technology Center, P.O. Box 1020, Oak Ridge, TN 37831. The U.S. Government shall have unlimited rights in said expanded abstract.

(5)
Recipient agrees to place copyright and other notices, as appropriate for the protection of copyright, in human-readable form onto all physical media, and in digitally encoded form in the header of machine readable information recorded on such media such that the notice will appear in human-readable form when the digital data are off-loaded or the data are accessed for display or printout.

(6)
Recipient shall not, without prior written permission of the Partner, incorporate in data delivered under this Project Agreement any data not first produced in the performance of it and which contains a copyright notice, unless Recipient identifies such data and grants to the U.S. Government, or acquires on its behalf, a license of the same scope as set forth in paragraph (3) above, provided, however, that if such data are computer software, the U.S. Government shall acquire a copyright license as set forth in paragraph (e)(3) below if included in this Project Agreement or as otherwise may be provided in a collateral agreement incorporated in or made part of it. 

(d) 
Release, publication, and use of data
(1)
Recipient shall have the right to use, release to others, reproduce, distribute, or publish any data first produced or specifically used by Recipient in the performance of this Project Agreement, except to the extent such data may be subject to the U.S. federal export control or national security laws or regulations, or unless otherwise provided below in paragraph (d)(2) or expressly set forth in this Project Agreement. 
(2)
Recipient agrees that to the extent it receives or is given access to data necessary for the performance of this Project Agreement, which contain restrictive markings, Recipient shall treat the data in accordance with such markings unless otherwise specifically authorized in writing by Partner.

(e)
Protection of limited rights data and restricted computer software
(1)
When data are specified to be delivered under this Project Agreement and qualify as either limited rights data or restricted computer software, if Recipient desires to continue protection of such data, Recipient shall withhold such data and not furnish them to the Technical Monitor, Partner or Center under this Project Agreement except as provided for in paragraphs (2) and (3) below. As a condition to this withholding, Recipient shall identify the data being withheld and furnish form, fit, and function data in lieu thereof. Limited rights data that are formatted as a computer database for delivery to the Technical Monitor or Partner are to be treated as limited rights data and not restricted computer software.

(2)
Limited Rights [This paragraph can be deleted if it is determined that there is no necessity for delivery of Limited Rights Data under this Project Agreement.]

Partner may require by written request the delivery of limited rights data that has been withheld or would otherwise be withholdable. If delivery of such data is so required, Recipient may affix the following legend to the data and the Technical Monitor and the U.S. Government will thereafter treat the data in accordance with such Notice:





LIMITED RIGHTS NOTICE

These data are submitted with limited rights under STCU Project Agreement No. ________. These data may be reproduced and used by or on behalf of the U.S. Government with the express limitation that they will not, without written permission of Recipient, be used for purposes of manufacture nor disclosed outside the (insert name of the Technical Monitor) or the U.S. Government; except that (insert name of the Technical Monitor) or Government may disclose these data outside (insert name of the Technical Monitor) or the U.S. Government for use and evaluation by other contractors and/or entities participating in the Government's program of which this Project Agreement is a part provided that (insert name of the Technical Monitor) or the U.S. Government makes such disclosure subject to prohibition against further use and disclosure.

(END OF NOTICE)

(3)
Restricted Rights [This paragraph can be deleted if it is determined that there is no necessity for the delivery of Restricted Computer Software under the Project Agreement.]

The Project Agreement may identify and specify the delivery of restricted computer software, or Partner may require by written request the delivery of restricted computer software that has been withheld or would otherwise be withholdable. If delivery of such computer software is so required, Recipient may affix the following legend to the computer software and the Technical Monitor and the U.S. Government will thereafter treat the computer software in accordance with the Notice:





RESTRICTED RIGHTS NOTICE 

 (1)
This computer software is submitted with restricted rights under STCU Project Agreement No. _____. It may not be used, reproduced, or disclosed by the Technical Monitor or the U.S. Government except as otherwise expressly stated in this Project Agreement.

(2) 
This computer software may be:

(a)
Used or copied for use in or with the computer or computers for which it was acquired, including use at any Government installation to which such computer or computers may be transferred;

(b) Used or copied for use in a backup computer if any computer for which it was acquired is inoperative;

(c)
Reproduced for safekeeping (archives) or backup purposes;

(d)
Modified, adapted, or combined with other computer software, provided that the modified, combined, or adapted portions of the derivative software incorporating restricted computer software are made subject to the same restricted rights;

(e)
Disclosed to and reproduced for use by any U.S. Government contractors in accordance with subparagraphs (2)(a) through (d) of this Notice, provided the DOE facility or the U.S. Government makes such disclosure or reproduction subject to these restricted rights; and 

(f)
Used or copied for use in or transferred to a replacement computer.

(3)
If this computer software is published copyrighted computer software, it is licensed to the U.S. Government without disclosure prohibitions, with the minimum rights set forth in paragraph (2) of this Notice.

(4)
This Notice shall be marked on any reproduction of this computer software, in whole or in part.





(END OF NOTICE)

(f)
Royalty Sharing


To the extent that the Technical Monitor licenses to a third party any copyrighted work produced in the performance of this Agreement which results in income therefrom, Recipient and the Technical Monitor will share the net income therefrom fifty (50%) to Recipient and fifty percent (50%) to the Technical Monitor. Net income is gross income less any expenses and costs associated with the licensing and protection of the copyrighted work including, but not limited to, the costs of obtaining and maintaining the copyright. The Technical Monitor will provide Recipient annual reports setting forth the licensing activity for said copyrighted works by the Technical Monitor during the reporting period. The Technical Monitor will provide that any agreement to license a copyrighted work produced in the performance of this Agreement will be subject to the royalty sharing arrangement between the Technical Monitor and Recipient. 

(g) Employee Agreements

Recipient shall obtain agreements to effectuate the provisions of this Rights in Data clause from all persons in its employ who perform any part of the work under this Project Agreement.

IV.
ADDITIONAL DATA REQUIREMENTS [This clause can be deleted if all technical data requirements are known in advance of entering into the Project Agreement and are set forth in the Work Plan.] 
(a)
In addition to the data (as defined in Clause III, Rights in Data-General) specified elsewhere in this Agreement to be delivered, Partner may, at any time during Agreement performance or within a period of three years after acceptance of all items to be delivered under this Project Agreement, order any data first produced or specifically used in the performance of this Project Agreement.

(b)
The Rights in Data-General clause included in this Agreement is applicable to all data ordered under this Additional Data Requirements clause. Nothing contained in this clause shall require Recipient to deliver any data the withholding of which is authorized by the Rights in Data-General clause of this Project Agreement, or data which are specifically identified in this Project Agreement as not subject to this clause.

(c)
When data are to be delivered under this clause, Recipient will be compensated for converting the data into the prescribed form, for reproduction, and for delivery.


(d)
Partner may release Recipient from the requirements of this clause for specifically identified data items at any time during the 3-year period set forth in paragraph (a) of this clause.

V.
BACKGROUND INTELLECTUAL PROPERTY [This clause can be deleted if it is determined that no Recipient Background Intellectual Property is to be used during the performance of the Project Agreement.]

"Background Intellectual Property" is intellectual property (e.g., inventions, software, copyrights, trademarks) belonging to Recipient that was in existence before this Project Agreement. A background invention is an invention or discovery of the Recipient that was conceived outside of this Project Agreement and not first actually reduced to practice (i.e., demonstrated) under this Agreement. Recipient has identified the following Background Intellectual Property that may be used in the performance of this Project Agreement:
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